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DETAILED ACTION 

Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claims 1-12, drawn to a composition comprising a caspase inhibitor and 
a non-caspase inhibitor. 

Group II, claims 13-23, drawn to a method of inhibiting cancer cell growth utilizing 
a caspase inhibitor and a non-caspase inhibitor. 

Group III, claims 24-34, drawn to a composition comprising a caspase inhibitor 
and antioxidant. 

Group IV, claims 35-37, drawn to a method of treatment comprising a caspase 
inhibitor and antioxidant. 



2. The inventions listed as Groups l-IV do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

The technical feature linking Groups I - IV is a caspase inhibitor. 

Koken et al. teaches a composition and methods utilizing caspase inhibitors 
(Abstract, Col. 1, lines 28-35, 49-54, Col. 2, lines 44-56). 

Therefore, the technical feature linking the inventions of Groups I - IV lack 
novelty and does not constitute a special technical feature as defined by PCT Rule 13.2 
as it does not define a contribution over the prior art. 
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Accordingly, Groups I - IV are not so linked by the same or a corresponding 
special technical feature as to form a single general inventive concept. 

3. If Group I is elected, Applicant is required to elect: 

(i) a specific caspase inhibitor, for instance, inhibitors of caspase-9, caspase- 

3. caspase-8, or a specific pan-caspase inhibitor moiety. 

(ii) a specific non-caspase inhibitor anti-cancer agent, for instance, alkylating 
agents, DNA strand breaking agents, antimetabolites, topoisomerase inhibitors, tubulin 
interactive agents, and mitotic inhibitors. Upon which a specific moiety is to be elected, 
for instance, BCNU. 

4. If Group II is elected, Applicant is required to elect: 

(i) a specific caspase inhibitor, for instance, inhibitors of caspase-9, caspase- 
3, caspase-8, or a specific pan-caspase inhibitor moiety. 

(ii) a specific non-caspase inhibitor anti-cancer agent, for instance, alkylating 
agents, DNA strand breaking agents, antimetabolites, topoisomerase inhibitors, tubulin 
interactive agents, and mitotic inhibitors. Upon which a specific moiety is to be elected, 
for instance, BCNU. 

5. If Group III is elected, Applicant is required to elect: 

(i) a specific caspase inhibitor, for instance, inhibitors of caspase-9, caspase- 
3, caspase-8, or a specific pan-caspase inhibitor moiety. 
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(ii) a specific non-caspase inhibitor anti-cancer agent moiety. 

6. If Group IV is elected, Applicant is required to elect: 

(i) a specific caspase inhibitor, for instance, inhibitors of caspase-9, caspase- 
3, caspase-8, or a specific pan-caspase inhibitor moiety. 

(ii) a specific non-caspase inhibitor anti-cancer agent moiety. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now 
of record showing the inventions or species to be obvious variants or clearly admit 
on the record that this is the case. In either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or admission may be used in 
a rejection under 35 U.S.C.103 (a) of the other invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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8. Effective November 1 , 2007, if applicant wishes to present more than 5 
independent claims or more than 25 total claims in an application, applicant will be 
required to file an examination support document (ESD) in compliance with 37 CFR 
1 .265 before the first Office action on the merits (hereafter "5/25 claim threshold"). See 
Changes to Practice for Continued Examination Filings, Patent Applications Containing 
Patentablv Indistinct Claims, and Examination of Claims in Patent Applications . 72 Fed. 
Reg. 4671 5 (Aug. 21 , 2007), 1 322 Off. Gaz. Pat. Office 76 (Sept. 1 1 , 2007) (final rule). 
The changes to 37 CFR 1.75(b) apply to any pending applications in which a first Office 
action on the merits (FAOM) has not been mailed before November 1, 2007. 
Withdrawn claims will not be taken into account in determining whether an application 
exceeds the 5/25 claim threshold. For more information on the final rule, please see 
http://www.uspto.gov/web/offices/pac/dapp/opla/presentation/clmcontfinalrule.html . 

In response to the restriction requirement set forth in this Office action, applicant 
is required to file an election responsive to the restriction requirement. Applicant may 
not file a suggested restriction requirement (SRR) in lieu of an election responsive to the 
restriction requirement as a reply. A SRR alone will not be considered a bona-fide reply 
to this Office action. 

If applicant elects an invention that is drawn to no more than 5 independent 
claims and no more than 25 total claims, applicant will not be required to file an ESD in 
compliance with 37 CFR 1 .265 that covers each of the elected claims. If the elected 
invention is drawn to more than 5 independent claims or more than 25 total claims, 
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applicant may file an amendment canceling a number of elected claims so that the 
elected invention would be drawn to no more than 5 independent claims and^no more 
than 25 total claims. 

If the restriction requirement is mailed on or after November 1 , 2007, applicant is 
also required to file an ESD in compliance with 37 CFR 1 .265 that covers each of the 
elected claims, unless the elected invention is drawn to no more than 5 independent 
claims and no more than 25 total claims taking into account any amendment to the 
claims. To avoid the abandonment of the application, the ESD (if required) and the 
election must be filed within TWO MONTHS from the mailing date of this Office action. 
The two-month time period for reply is extendable under 37 CFR 1 .136. 

If the restriction requirement is mailed before November 1, 2007, the election 
must be filed within ONE MONTH or THIRTY DAYS, whichever is longer, from the 
mailing date of this Office action. The time period for reply is extendable under 37 CFR 
1.136. Furthermore, if the elected invention is drawn to more than 5 independent claims 
or more than 25 total claims taking into account any amendment to the claims, the 
Office will notify applicant and provide a time period in which applicant is required to file 
an ESD in compliance with 37 CFR 1 .265 covering each of the elected claims or amend 
the application to contain no more than 5 independent elected claims and no more than 
25 total elected claims. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GiGi Huang whose telephone number is (571) 272- 
9073. The examiner can normally be reached on Monday-Thursday 8:30AM-6:00PM 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on 571-272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



EST. 



GH 



SUPERVISORY PATENT EXAMINER 




